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Abstract

Generally inventors tell their patent attorneys as much as they can about their invention.  And usually they do so in great detail.  But what inventors do not know about Patent Office disclosure requirements under Rule 56 can render any patents obtained useless. Inventors also sign declarations under oath when they file their patent applications.  But how often do inventors tell their patent attorneys that there are terms in the declarations that they do not understand.  Again what the inventors do not know can render their patents invalid. Some examples will be given of the pitfalls of not knowing enough about patents.  One such example includes a company’s losing out on over about $40,000,000 because the company did not comply with Rule 56 to tell all to the Patent Office.

About the Speaker

Stephen J. Harbulak is an Intellectual Property attorney in the Office of the Chief Counsel, Intellectual Property Law Division, Legal Office at the US Army Communications-Electronics Life Cycle Management Command, Fort Monmouth, New Jersey. He is a Registered Patent Attorney in the United States Patent and Trademark Office.  His responsibilities as a US Army attorney are directed to intellectual property including patent prosecution, litigation, consultation, licensing, evaluation and interpretation and preparation of opinions directed to patent matters including validity of issued and pending patents. His experience includes private practice during which he supervised large portfolios of intellectual property including United States and foreign patents for various clients.  He has litigated intellectual property including patents for both plaintiff and defendant clients.  He has prepared and prosecuted numerous domestic and foreign patents and applications.  His prosecution activities included interviewing patent examiners, preparing technical disclosures for submission to the Patent Office, reviewing disclosures cited by Patent Office Examiners, and investigating inventions including analyzing and evaluating data and information supplied by inventors. He received a Juris Doctor from New York University Law School, a Master of Science in Physics from New York University and a Bachelor of Science in Physics from Manhattan College. Prior to a law career, he worked as an engineer at Grumman Aerospace, Sperry Gyroscope Division and Sperry Systems.  He also worked as a Research Scientist at United States Army Walter Reed Institute of Research, Washington, DC, and at United States Army Evans Research Laboratories, Fort Monmouth, New Jersey. Recently on October 28, 2009, he was a co-recipient of an ACHIEVEMENT MEDAL from the U.S. Department of the Army.  He distinguished himself by providing a creative and comprehensive defense against an administrative claim of patent infringement concerning Enhanced Night Vision Goggles.  The novel tactics he devised were key elements of the Army’s success in this matter.  His successful defense has potentially saved the U.S. Government over $40,000,000.  
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