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1.0  The Need to Protect Technology

ngineers understand the challenges of developing cost-effec-
tive, commercially viable solutions to complex problems.
Among these challenges is the time (in person-years) it takes
to understand and analyze a problem, to develop, prototype
and test multiple solutions and then to engineer the solution

into a commercial form.  A second primary challenge is the cost of
innovation - even relatively simple concepts can require hundreds of
thousands, or even a few million, dollars to develop in a commercially
acceptable form.

For many companies, this engineering challenge is the easy part. The
challenge of actually commercializing the technology is often greater.

As soon as a product is successful, and often even earlier, competitors
pop up out of nowhere, ready to make similar or even identical prod-
ucts.  These competitors don't incur the costs and delays of innovating
the product.  Even worse, competitors may be better positioned to actu-
ally manufacture the product more cheaply than the inventor (or to have
it manufactured overseas), and may be able to offer it to the market at a
lower price than the true innovators.  In some cases, the competitor may
be able to appropriate the entire financial benefit from the innovation,
after having borne none of the risks and expenses of making it. It may
come as a surprise that this sort of conduct is generally legal in almost
all countries, including Canada and the United States.

2.0 Mechanisms for Protecting Technology
Fortunately, there are several ways to control a third party's use of your
technology. 

First, the technology can be keep secret.  In some cases, it is possible to
keep an invention entirely secret and still make commercial use of it.
While this can be extremely effective, there is a risk that a third party
will independently develop the same technology, possibly by looking at
what you are doing, and then compete with you.  Worse still, the third
party might be able to get a patent and actually force you to stop using
the invention.

Another mechanism is to enter into a contract with the third party - typi-
cally a confidential disclosure agreement that limits how the third party
uses technology you have given to it.  Contracts are enforceable only
against parties that actually agree to them.  Other parties can continue to
appropriate your technology.  Also, if your technology isn't actually
confidential (i.e. it has been publicly disclosed through academic or
industry papers or could be discovered by reverse engineering a prod-
uct), then contract based protection may be impossible or difficult to
enforce (and may actually be illegal in the U.S.).  These first two mech-
anisms rely on the law of trade secrets or confidential information.

Typically, the most powerful mechanism for controlling a third party's
use of your technology is to patent it.  A patent gives its owner the right
to stop others from making, using or selling articles that include the
invention.  The protection lasts for 20 years, and when set up properly,
it can give the patentee exclusive control to commercialize or otherwise
benefit from the invention.  A patent is effective against third parties
who develop the same technology, even if they do so independently.

3.0 Types of IP Rights
Trade secrets and patents are two IP rights used to protect technological
innovations.  Innovations may also be "protected" by publishing them
for the world to see.  Such a "defensive publication" prevents third par-
ties from getting a patent for the innovation, even if they develop it
independently (unless they filed for the patent before the publication).

Other IP rights include industrial designs, copyrights, trade marks, inte-
grated circuit topography registrations and plant breeders rights.  Table
1 summarizes various aspects of these rights.  In future articles, we will
review each type of IP right in greater detail.

4.0 Managing Intellectual Assets
The IP rights described may be seen as intellectual assets.  They do not
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exist in a physical form, but they embody and protect the creative and
innovative concepts that their owner may use with some degree of
exclusivity.  A company's other intellectual assets may include the
know-how retained by its employees, the relationships the company has
with others, concepts and innovations for future products and a mature
understanding of the company's technological and business
environment.

Managing and leveraging these intellectual assets can be a relatively
simple task, or it may be extremely complex, depending on a com-
pany's goals.

At its simplest, intellectual asset management involves obtaining IP
rights for a company's important innovative technologies and then using
these rights defensively.  A patent portfolio may be used to define the
scope of a company's technology, as a warning or threat to others.  The
portfolio can also be used to shield a company from litigation - if
another party claims the company is infringing the other party's right,
the company will have some technology to cross-license.  Both parties
can get access to greater rights and compete in the market rather than
endure a costly and expensive battle in court.  In a small organization
this function may be part-time and may be filled by a technology group
leader.  In larger or more technology intensive companies, this function
may by led by an in-house lawyer or patent agent who works with a
technology management committee to identify innovations that are
worth protecting and to manage the process of obtaining and maintain-
ing IP protection.

At a highly advanced stage, intellectual asset management can become a
visionary activity within a company.  A company that prides itself on
anticipating future trends and technological changes will stake its claim
on portions of that future technology well in advance by developing
related concepts and protecting them, using a combination of intellec-
tual assets, particularly patents.   The company will then work towards
integrating the concepts with the company's current products or devel-
oping new products.  In some cases, the new concepts may relate to
products two, three or more generations removed from their current
offerings.  In such companies, the intellectual asset management role
may be led by a senior executive such as the Chief Technology Officer.

Between these extremes, intellectual asset management includes manag-
ing the costs associated with developing and maintaining an IP

Les ingénieurs sont des experts dans le développement de nouv-
elles technologies. En outre, ils reconnaissent de plus en plus
l'importance de prendre les moyens légaux pour exercer un certain
contrôle sur les innovations et ainsi permettre aux inventeurs, et à
leurs employeurs, d'en bénéficier. 

Cet article est le premier d'une série portant sur les << capitaux
intellectuels >> et leur rôle au sein de la strategie d'une organisa-
tion ayant trait à la gestion de la technologie et à sa protection.

Engineers excel at developing new technologies. Increasingly, they
are also recognizing the need to take legal control over innova-
tions so that the inventors, and their employers, can benefit from
them.

This article is the first in a series that will discuss intellectual
assets, and their role in an organization's technology protection and
management strategy.
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portfolio, developing and implementing strategies for profiting from an
IP portfolio, monitoring the intellectual assets of competitors, and inte-
grating the intellectual asset management function with other activities
within the company.

Different companies require each of these management activities at dif-
ferent levels.  A startup will typically obtain patent protection for the
core ideas underlying its anticipated products.  In general, however, a
startup is not in a position to undertake a visionary intellectual asset
program.  Even a mature company may not need to be at the visionary
level, depending on how quickly the relevant technology changes and
the company's role in that technological space. 

5.0 Summary and Future Articles
In this article, we have very briefly introduced the need for intellectual
property protection, identified some characteristics of different IP
rights, introduced the concept of intellectual assets and highlighted a
few aspects of intellectual asset management.  

In our next article, we will review the various IP rights in greater detail,
with a focus on patents, trade secrets and other mechanisms for protect-
ing technological innovation. In a third article, we will discuss
intellectual asset management in greater detail.   We will also discuss
strategies for developing a commercially valuable, but still cost-effec-
tive IP portfolio, with a focus on the role of an intellectual asset
manager in different organizations to implement these strategies and the
roles of outside advisors such as patent attorneys.
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